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DETAILED ACTION 

• This action is responsive to communications: amendment, filed 10/4/2004, to the 
original application, filed 3/29/2001. 

• The rejection of claims 1 and 7-9 under 35 U.S.C. 1 12 has been withdrawn as 
necessitated by amendment. 

• The rejection of claims 7 and 9 under 35 U.S.C. 101 has been withdrawn as 
necessitated by amendment. 

• Claim 1 stands rejected under 35 U.S.C. 101. 

• Applicant's arguments, see amendment, filed 10/4/2004, with respect to the 
rejection(s) of claim(s) 1-15 under 35 U.S.C. 103(a) have been fully considered 
and are persuasive. Therefore, the rejection has been withdrawn. However, 
upon further consideration, a new ground(s) of newly found prior art. 

• Claim 7 has been cancelled. 

• Claims 1-6 and 8-15 are pending. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claims 1-6 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Regarding claim 1 , the language of the claim raises a question as to whether the 
claim is directed merely to an abstract idea that is not tied to a technological art, 
environment or machine which would result in a practical application producing a 
concrete, useful, and tangible result to form the basis of statutory subject matter under 
35 U.S.C. 101. As written, the method disclosed in claim 1 could be carried out 
mentally and/or with pencil and paper. 

Dependent claims 2-6 are rejected for fully incorporating the deficiencies of the 
base claim from which they depend. Also, dependent claims 4-6 cite the limitation 
"outputting the data contents". The term "outputting" could be interpreted as speaking, 
writing on paper, or another form of output that would not be tied to a technological art, 
environment or machine. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-2, 8-10, and 14 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Nagashima (U.S. Patent 5,157,606) in view of Powell (U.S. Patent 

6,157,905). 
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As per claims 1 and 8, Nagashima discloses a computer readable medium and a 
method of converting document data including determining a converting process based 
on the original locale information and objective locale information (See Nagashima, 
Column 3lines 48-61), and converting data contents of the original item information by 
the converting process (See Nagashima, Column 4, lines 6-10). Nagashima does not 
disclose expressly identifying original locale information of a document and the original 
item information of the document. Powell discloses identifying the original locale 
information of a document (See Powell, Column 5, lines 8-12) and identifying the 
original item information of a document (See Powell, Column 13, lines 4-8). Nagashima 
and Powell are analogous art because they are from the same field of endeavor of 
translating documents. At the time of the invention it would have been obvious to a 
person of ordinary skill in the art to include the identification of original locale and item 
information of Powell with the converting method of Nagashima. The motivation for 
doing so would have been to accommodate further processing of the document by 
natural language processing tools, such as spelling checkers, which require 
identification of the language of the document (See Powell, Column 1, lines 34-57). 
Therefore, it would have been obvious to combine Powell with Nagashima for the 
benefit of further processing of the document by natural language processing tools to 
obtain the invention as specified in claims 1 and 8. 

As per claim 2, Nagashima and Powell disclose the limitations of claim 1 as 
described above. Hagashima also discloses dentifying item attribute information of the 
original item information (See Nagashima, Column 8, lines 7-10), where the converting 
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process is determined based further on the item attribute information (See Nagashima, 
Column 7, lines 65-67, and Column 8, lines 1-23). 

As per claim 9, Nagashima discloses a converting device for converting 
document data including a determining means for determining a converting process 
based on the original locale information and objective locale information (See 
Nagashima, Column 3, lines 48-61) and a converting means for converting data 
contents of the original item information by the converting process (See Nagashima, 
Column 4, lines 6-10) Nagashima does not disclose expressly an identifying means for 
identifying original locale information and original item information of a document. 
Powell discloses an identifying means for identifying original locale information and 
original item information of a document (See Powell, Column 5, lines 8-12, and Column 
13, lines 4-8). Nagashima and Powell are analogous art because they are from the 
same field of endeavor of translating documents. At the time of the invention it would 
have been obvious to a person of ordinary skill in the art to include the means for 
identifying of original locale and item information of Powell with the converting method 
of Nagashima. The motivation for doing so would have been to accommodate further 
processing of the document by natural language processing tools, such as spelling 
checkers, which require identification of the language of the document (See Powell, 
Column 1 , lines 34-57). Therefore, it would have been obvious to combine Powell with 
Nagashima for the benefit of further processing of the document by natural language 
processing tools to obtain the invention as specified in claim 9. 
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As per claim 10, Nagashima and Powell disclose the limitations of claim 9 as 
described above. Nagashima also discloses identifying item attribute information of the 
original item information (See Nagashima, Column 8, lines 7-10). 

As per claim 14, Nagashima and Powell disclose the limitations of claim 10 as 
described above. Nagashima also discloses a converting process storing means for 
inputting and storing information required for determining the converting process (See 
Nagashima, Figure 3, element 15, and Column 3, lines 25-47). 

Claims 3-6, 11-13, and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nagashima (U.S. Patent 5,157,606) in view of Powell (U.S. Patent 
6,157,905) as applied to claims 1 and 10 above, and further in view of Kugimiya (U.S. 
Patent 5,587,902). 

As per claim 3, Nagashima and Powell disclose the limitations of claim 1 as 
described above. Nagashima and Powell do not disclose expressly identifying output 
location information of the original item information and outputting the data contents 
which has been converted based on the output location information. Kugimiya 
discloses identifying the output location information of the original item information and 
outputting the data contents which has been converted based on the output location 
information (See Kugimiya, Figures 12 and 13, Column 8, lines 59-67, and Column 9, 
Ines 1-30). Nagashima, Powell, and Kugimiya are analogous art because they are from 
the same field of endeavor of translating documents. At the time of the invention it 
would have been obvious to a person of ordinary skill in the art to include the 
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identification of the output location information of Kugimiya with the converting method 
of Nagashima and Powell. The motivation for doing so would have been to determine 
the item position in relation to the other items for use in dictionary lookup processing 
(See Kugimiya, Column 9, lines 17-38). Therefore, it would have been obvious to 
combine Kugimiya with Nagashima and Powell for the benefit of determining the item 
position in relation to the other items to obtain the invention as specified in claim 3. 

As per claim 4, Nagashima and Powell disclose the limitations of claim 1 as 
described above. Nagashima'and Powell do not disclose expressly identifying format 
information of the document and outputting the data contents which has been converted 
based on the format information. Kugimiya discloses identifying format information of 
the document and outputting the data contents which has been converted based on the 
format information (See Kugimiya, Column 2, lines 10-23). Nagashima, Powell, and 
Kugimiya are analogous art because they are from the same field of endeavor of 
translating documents. At the time of the invention it would have been obvious to a 
person of ordinary skill in the art to include the identification of the format information of 
the document of Kugimiya with the converting method of Nagashima and Powell. The 
motivation for doing so would have been to efficiently translate a document including 
markup signs (See Kugimiya, Column 2, lines 5-7). Therefore, it would have been 
obvious to combine Kugimiya with Nagashima and Powell for the benefit of efficiently 
translating a document including markup signs to obtain the invention as specified in 
claim 4. 
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As per claim 5, Nagashima and Powell disclose the limitations of claim 1 as 
described above. Nagashima and Powell do not disclose expressly identifying subject 
format information of the original item information and outputting the data contents 
which has been converted based on the subject format information. Kugimiya discloses 
identifying subject format information of the original item information and outputting the 
data contents which has been converted based on the subject format information (See 
Kugimiya, Column 5, lines 25-52). Nagashima, Powell, and Kugimiya are analogous art 
because they are from the same field of endeavor of translating documents. At the time 
of the invention it would have been obvious to a person of ordinary skill in the art to 
include the identification of subject format information of the original item information of 
Kugimiya with the converting method of Nagashima and Powell. The motivation for 
doing so would have been to remove any ambiguity and supply any omitted parts 
included in the input sentence (See Kugimiya, Column 5, lines 25-27). Therefore, it 
would have been obvious to combine Kugimiya with Nagashima and Powell for the 
benefit of removing ambiguity and supplying omitted parts included in the input 
sentence to obtain the invention as specified in claim 5. 

Claim 6 is rejected on the same basis as claims 2 through 5. 

As per claim 1 1 , Nagashima and Powell disclose the limitations of claim 9 as 
described above. Nagashima and Powell do not disclose expressly outputting means 
for outputting the data contents converted by the converting means, where the 
identifying means also identifies output location information of the original item 
information and outputting means outputs the data information. Kugimiya discloses 
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outputting means for outputting the data contents converted by the converting means, 
where the identifying means also identifies output location information of the original 
item information and outputting means outputs the data information (See Kugimiya, 
Figures 12 and 13, Column 8, lines 59-67, and Column 9, Ines 1-30). Nagashima, 
Powell, and Kugimiya are analogous art because they are from the same field of 
endeavor of translating documents. At the time of the invention it would have been 
obvious to a person of ordinary skill in the art to include outputting means including the 
identification of output location information of Kugimiya with the converting method of 
Nagashima and Powell. The motivation for doing so would have been to determine the 
item position in relation to the other items for use in dictionary lookup processing (See 
Kugimiya, Column 9, lines 17-38). Therefore, it would have been obvious to combine 
Kugimiya with Nagashima and Powell for the benefit of determining the item position in 
relation to the other items to obtain the invention as specified in claim 1 1 . 

As per claim 12, Nagashima and Powell disclose the limitations of claim 9 as 
described above. Nagashima and Powell do not disclose expressly including outputting 
means for outputting the data contents converted by the converting means, where the 
identifying means also identifies format information of the document, and the outputting 
means outputs the data contents based on the format information. Kugimiya discloses 
including outputting means for outputting the data contents converted by the converting 
means, where the identifying means also identifies format information of the document, 
and the outputting means outputs the data contents based on the format information 
(See Kugimiya, Column 2, lines 10-23). Nagashima, Powell, and Kugimiya are 
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analogous art because they are from the same field of endeavor of translating 
documents. At the time of the invention it would have been obvious to a person of 
ordinary skill in the art to include the outputting means including the identification of 
format information of the document of Kugimiya with the converting method of 
Nagashima and Powell. The motivation for doing so would have been to efficiently 
translate a document including markup signs (See Kugimiya, Column 2, lines 5-7). 
Therefore, it would have been obvious to combine Kugimiya with Nagashima and 
Powell for the benefit of efficiently translating a document including markup signs to 
obtain the invention as specified in claim 12. 

As per claim 13, Nagashima and Powell disclose the limitations of claim 9 as 
described above. Nagashima and Powell do not disclose expressly including outputting 
means for outputting the data contents converted by the converting means, where the 
identifying means also identifies subject format information of the original item 
information, and the outputting means outputs the data contents based on the subject 
format information. Kugimiya discloses including outputting means for outputting the 
data contents converted by the converting means, where the identifying means also 
identifies subject format information of the original item information, and the outputting 
means outputs the data contents based on the subject format information (See 
Kugimiya, Column 5, lines 25-52). Nagashima, Powell, and Kugimiya are analogous art 
because they are from the same field of endeavor of translating documents. At the time 
of the invention it would have been obvious to a person of ordinary skill in the art to 
include the outputting means including the identification of subject format information of 
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the original item information of Kugimiya with the converting method of Nagashima and 
Powell. The motivation for doing so would have been to remove any ambiguity and 
supply any omitted parts included in the input sentence (See Kugimiya, Column 5, lines 
25-27). Therefore, it would have been obvious to combine Kugimiya with Nagashima 
and Powell for the benefit of removing ambiguity and supplying omitted parts included in 
the input sentence to obtain the invention as specified in claim 13. 
Claim 15 is rejected on the same basis as claims 11-14. 

Response to Arguments 

With regard to the rejection of claim 1 under 35 U.S.C. 101, and in response to 
applicant's argument that claims directed to "software" features are more appropriately 
embodied in a computer readable medium, while the Office agrees that "software" 
features are more appropriately embodied in a computer readable medium, the 
language of the claim 1 does not exclude the interpretation of the method disclosed 
therein being performed by-hand as opposed to being embodied in a computer readable 
medium; therefore, as written, the claim is interpreted as not being tangibly embodied 
and, as a result, is considered non-statutory under 35 U.S.C. 101. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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• Shiu (U.S. Publication 2002/0019839 A1) discloses providing multi-lingual 
content in an online environment. 

• Anwyl (U.S. Patent 5,338,976) discloses an interactive language 
conversion system. 

• Sugimura (U.S. Patent 5,987,403) discloses document conversion 
apparatus for carrying out a natural conversion. 

• Lakritz (U.S. Patent 6,526,426 B1 ) discloses a translation management 
system. 

• Nakayama (U.S. Patent 5,377,280) discloses a system for automatic 
language determination of European script documents. 

• Bell (U.S. Patent 6,275,978 B1 ) discloses a system and method for term 
localization differentiation using a resource bundle generator. 

• Atkin (U.S. Patent 6,490,547 B1 ) discloses just in time localization. 

• Och discloses improving statistical natural language translation with 
categories and rules. 

• Kim discloses structural feature selection for English-Korean statistical 
machine translation. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Laurie Ries whose telephone number is (571) 272-4095. The 
examiner can normally be reached on Monday-Friday from 7:00am to 3:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild, can be reached at (571) 272-4090. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have 
questions on access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 



LR 



/JOSEPH FEILD 
SUPERVISORY PATENT EXAMINER 




